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LEGAL PRACTICE

Italy protects design

Something new is
happening in Italy, in
terms of both trademark
and copyright protection.
Firstly Italian Courts have
recently issued significant
decisions which granted
copyright protection to
design works against their
slavish reproduction by
third parties. And secondly
a shut-down of web-sites
offering counterfeit
products has been ordered
by the Italian Antitrust Authority that found those web-sites liable for unfair
commercial practices.

Slavish reproduction

The European directive for the legal protection of designs, EU Directive
98/71, requires member states to comply with the principle of ‘cumulation’
of protection of registered designs with copyright protection. However, it
leaves the member states free to determine the extent to which, and the
conditions under which, copyright protection is conferred, including the
level of originality required.

The interpretation of Italian law as to whether industrial designs which were
created before 2001 benefit from full copyright protection has been highly
controversial. Indeed, when this directive was implemented in 2001, Italy
granted copyright protection to works of industrial design having “inherent
creative and artistic value” and provided that design registration may be
combined with copyright protection.

The ten year regime

In addition, a 10-year transitional regime was established in connection with
industrial designs and works that belonged to the public domain either
because their design rights had expired or because they were not eligible for
copyright protection. As a consequence, with respect to such designs and
works, copyright protection granted to industrial designs could not be
invoked against third parties that had started in good faith to manufacture
or sell, before the date in which the law entered into force (i.e. 19 April
2001).
Then, in 2007, copyright protection was expressly excluded for any design
which fell into the public domain before 2001: the 10-year grace period
disappeared and copyright protection for designs that had fallen into the
public domain before 2001 was excluded tout court.

The Flos case

Two years later, the Court of Milan made a reference to the CJEU for a
preliminary ruling  involving proceedings brought by Flos,a manufacturer of
designer lighting, against Semeraro, a furniture producer and retailer.  In
January 2011 the CJEU ruled that national laws cannot refuse copyright
protection to designs which, even if entered into the public domain, were
eligible for such protection.

Based on the CJEU ruling, the Court of Milan stated that industrial design
works could be protected as copyrighted works regardless of whether they
have been previously registered as industrial designs and  fixed criteria to
ascertain whether an industrial design work bears “artistic value” and is
therefore eligible to copyright protection: one should look at the widespread
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Italy moves to protect IP
Moves are afoot to tighten up IP assets, says Antonella Barbieri
who will be discussing it at the Luxury Law Summit.
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appreciation of the design work in the cultural and institutional sector for
example critics, cultural institutions, museums etc  irrespective of the fact
that it is of daily use.

The Court of Milan then applied such criteria to assess the “inherent artistic
value” of several design works, granting copyright protection to, among
others, the Arco lamp (designed by Achille Castiglioni and Pier Giacomo
Castiglioni), the LC/4 Chaise Lounge (designed by Le Corbusier), the Panton
Chair (designed by Verner Panton), the Lounge Chair & Ottoman (designed
by Charles e Ray Eames), the Nathalie bed (designed by Vico Magistretti).

Counterfeit

The Italian Antitrust Authority has been recently more and more involved in
fighting trademark infringement both in terms of websites offering
counterfeit products and registration of domain names including third
parties’ trademark (“domain grabbing”).

Indeed, the Italian Antitrust Authority found that in both cases such
activities constitute unfair commercial practice under the Italian Consumer
Code. No doubts that, in the case of websites offering counterfeit products
(namely, www.guccioutlet-italy.org and www.pradaborselinea.com),
misleading information on the nature and characteristics of the products are
provided, information on the vendor’s identity, contact details and on the
post-sale consumers’ rights are omitted (for example withdrawal right), as
well as in connection with the legal warranty (which could not be offered as
the products were counterfeits). Moreover, the imitation of the look of the
luxury companies’ online stores was found to be particularly insidious as it
induced consumers into thinking they were purchasing genuine goods from
official resellers.

Having regard to the procedure, notice is to be filed with the Authority. The
Authority orders the shut-down of the websites so that internet users in Italy
would be unable to access them. Should websites not comply with the order,
the blocking measure is enforced with the assistance of the Italian tax police
(Guardia di Finanza). A non-traditional but effective remedy!

Antonella Barbieri is of counsel at Portolano Cavallo Studio Legale. She
will be speaking at the Luxury Law Summit on 23 May 2013 in London (
www.luxurylawsummit.com)
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Doing business in
Ireland:a global
survey

European GCs slam
lack of client service
Law firms across Europe
are failing to look after
their retained clients
with general counsel
slating the lack of
communication and
regular reviews,
according to new
research from the Global
Legal Post in association
with Martindale-Hubbell.
To download the report
in full, click here.

Sign up for Legal Jobs Sign up for daily email updates

Conversations
Global Legal Post

http://www.globallegalpost.com/corporate-counsel/telecoms-company-gets-law-licence-61157601/
http://www.globallegalpost.com/global-view/in-and-out-76290309/
http://www.globallegalpost.com/global-view/in-and-out-76290309/
http://www.globallegalpost.com/blogs/management-speak/a-spot-of-turbulence-3996599/
http://www.globallegalpost.com/blogs/management-speak/a-spot-of-turbulence-3996599/
http://www.globallegalpost.com/global-view/alternative-fund-managers-face-regulatory-regime-17892144/
http://www.globallegalpost.com/global-view/alternative-fund-managers-face-regulatory-regime-17892144/
http://www.globallegalpost.com/blogs/commentary/females-get-a-bigger-slice-of-equity-7579332/
http://www.globallegalpost.com/blogs/commentary/females-get-a-bigger-slice-of-equity-7579332/
http://www.globallegalpost.com/blogs/global-view/australias-$4-question-733365/
http://www.globallegalpost.com/blogs/global-view/australias-$4-question-733365/
http://www.globallegalpost.com/global-view/in-and-out-85484064/
http://www.globallegalpost.com/global-view/subscription-based-legal-service-launches-down-under-65649672/
http://www.globallegalpost.com/big-stories/kenyatta-lawyers-urge-international-court-to-drop-case-21628372/
http://www.globallegalpost.com/big-stories/bp-attempts-to-curb-absurd-oil-spill-payouts-25449583/
http://www.globallegalpost.com/global-view/women-lawyers-in-india-vital-for-future-society-46922508/
javascript:Recaptcha.reload();
javascript:Recaptcha.switch_type('audio');
http://www.google.com/recaptcha/help?c=03AHJ_VuvV24yCRER2viuq5Y1ldxfocp8T1ZL57npCVAkGX5UHcQIv6x7GF7nWM12uWcEQ0UpL-s8dPqu0k9xozM4nOVZqNB9X3yE2Fk2MnPsdkazxKsjB3s1RyY-LfcxWzuZH7WeVu59G7fIGax47QcYhIAyDSl7vJrZfuwvekxih_nkEloiCBCY&hl=it
http://www.guccioutlet-italy.org/
http://www.pradaborselinea.com/
http://www.luxurylawsummit.com/
http://www.globallegalpost.com/global-view/in-and-out-85484064/
http://www.globallegalpost.com/global-view/subscription-based-legal-service-launches-down-under-65649672/
http://www.globallegalpost.com/big-stories/kenyatta-lawyers-urge-international-court-to-drop-case-21628372/
http://www.globallegalpost.com/big-stories/bp-attempts-to-curb-absurd-oil-spill-payouts-25449583/
http://www.globallegalpost.com/global-view/women-lawyers-in-india-vital-for-future-society-46922508/
http://s3-eu-west-1.amazonaws.com/www.globallegalpost.com/features/glp-irish-feature.pdf
http://www.globallegalpost.com/global-view/european-gcs-slam-lack-of-client-service/
http://www.martindale-hubbell.co.uk/western-european-ihc?utm_source=Global%2BLegal%2BPost&utm_medium=GLP%2Bweb&utm_campaign=WesternEuropeanIHC
http://adserver.adtech.de/?adlink%7C2102%7C3722255%7C0%7C170%7CAdId=8663671;BnId=1;itime=688211125;
http://adserver.adtech.de/?adlink%7C2102%7C3722254%7C0%7C168%7CAdId=8721158;BnId=1;itime=688211318;
http://www.winston.com/
http://www.udruga-korporativnih-pravnika.hr/
http://www.capstan.fr/
http://www.weerawongcp.com/
https://twitter.com/search/GlobalLegalPost
https://twitter.com/search/GlobalLegalPost



